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Remarks 

The Examiner rejected claims 
and 67 under 35 U.S.C. § 103 as being iijQpat^nta|bleby(U, 
Schwartz (''Schwartz*'). 

The Examiner rejected claims 
as being uiq)ateatable by U.S, Patent Ko, 5,1 
U.S. Patent No. 6,308,077. issued to Walsh (' 

The Examiner rejected claims 
ui^atentable by U.S. Patent No. 6,411 ,825, is^u&d 
Patent No. 6,163,294, issued to Talbot (' 
Bickley et al. ("Biddey")- 



.930, 



5, 43, 50-51, 61, 65 and 68 under 35 U.S.C. § 103 
,^82, issjied to Schwartz ("Schwartz") in view of 
Walsh"). 
1-4 8-62, 
toCs 



64-68 under 35 U.S.C. § 103 as being 
apo et al. ("Csapo") in view of U.S. 
TalWjtTj, and U.S. Patent No. 5,982,322, issued to 



The fandam ental issues of a sttggestion to caajbine or modify references under an 



obvionsness reiectioii to arrive at the claim^ iinvention are not met 

projvide a reason to combine three prior art references 
<jlaimed invention. The Examiner has not made 



tiiei 



I 



The Examiner has failed to 
or to modify the prior art references to reach 
a prima facie case of obviousness, 

1 . The Examiner did not 
found on Applicants' prior Response, page 29 

and current Office action (page 1 1), the Exam^iiei[ statedijthat "[a]s to Applicant's argmnent 
regarding the location of the GPS at the upper 
upon which appHcant relies ... are not recited 
interpreted in light of the specification, limitation^ 



claims,' 



29 



As Applicants stated on page 
responding with evide&ce showing why the 
reference was not correct, was not 
modify the reference. Applicants were arguini 
the Examiners* purported reason to modify the 
also was not a claim limitation. Applicants 
reason to modify tihe reference to reach the 



were 
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hkn, ^U, 26-27, 30, 35, 41^2, 45, 52, 55, Si, 64, 
S. Patent No. 5,930,682, issued to 



CO 



nsspibnd to \>i acknowledge Applicants remarks 
Itji the E^aminer^s prior Office action (pages 8-9) 



pQiltion o jthe tower, it is noted that the features 
in jhe reined claim(s). Although the claims are 
i from iifhe specification are not read into the 

I I 



ExamSner*! 



o^ their prior Response, Applicants were 

'*s purported reason to modify a prior art 
supported ttie evid^ce, and was, in fact, not a reason to 
evidencQ^ not the claim limitations. Obviously, 
re:ference|to reach Applicants' claim limitations 
liuttingjforth evidence to show the purported 
claijm^d linaitations was not viable. Evidence or 
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1 were 



systeibs, 



Readir^ 



secondary considerations are relevant to the i^suie 
every case in which they are present MPEP 

Fiuther, Applicants pointed 
obviousness and secondary considerations 
need that was unfulfilled in the MMDS 
cable. The MMDS systems did not use fiber, 
cost savings in the equipment. The towers ar^ 
application, pages 4-6. These reasons are not 
non-obviousness and secondary coiisideratioi3|s tSjat 
Additional secoxxdary conditions are found in 

Moreover, Applicants request 
specificatiotL Applicants are not requesting, 
specification to be read into the claims, 
interpret limitatiotis estplicitly recited in the cl 
limitations of the specification to narrow the cIlailiL 

Applicants incorporate all 
relating to this subject and note that they were 

2. Several claims, such as 
reqxiires a timing source located at approximafjelyithi 
states that it is obvious to modify Schwartz to 
the roof-top of a buildmg is well known in the 
distribution system for wireless communicatiojas, 
sldll in the art to modify Schwartz for mounting th( 
tower of the building for utilizing the height oj'thfe 
caused by the building itself or by surrounding 

There is no reason why Schwar z 
subsystem on a tower or tvejx on the roof. Thip 
does not assist Schwartz in getting a better si 
of Schwartz is in the basement of the building 
another embodiment, the central receiving 



oiJt in the pr^or Response that evidence of non- 



found ]|i the application itself There was a great 
!. , The ^|[MDS systems used towers with heavy 
The inv^tion was an advance in the art tiiat led to 
n4w lighlter and can sustain more antCTnas- See 
limitations, The§e reasons are evidence of 
refine the statements of the Examine. 
Ap|)licant^' 55)plicattonj including at pages 4-6. 
that! the claims be interpreted in li^t of the 
and specifically do not want, limitations Scorn the 



sigrtal. 



[means 
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fe of obliviousness and must be considered in 

,4i. 



1 



arganehts 



•ja clainji in li^t of the specification, to thereby 
I airi, is a <^uite different thing fi-om reading 
MF[EP211L 

and; remarks firan the prior Response 
not addr4ised. 

claim 1 1, jrequire a tower. Claim 11, for exanq)le, 
leupjper portion of Ihe tower. The Examiner 
meet the cjlaimed limitations because a tgwer on 
art! and s^ce Schwartz discloses an in-buildii^g 
it would have been obvious to one of ordinary 
le ante! ma or the central subsystem 22 on the 
tower to reduce the blockage of signals 
talSl objedts. 

^yould modify its system to put the entire central 
does notlprovide any benefit to Schwartz, and it 
In onj embodiment, the central subsystem 22 
. md the receiving means is a cable interface. In 
receives wireless signals, and the receiving 
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There is no mention that the rest of 1iie 



meaais is an antenna that many be situated on a iboftop: 

central subsystem 22 would be on the rooftojj, ajjid there is no benefit for it to be there. 

As the Examiner stated, the Schwartz sj^em is directed to an in-building system. 
Why would an in-building system be modified reducje blockage of signals by the building 
itself, as aUeged by Uie Examiner, when the Tystkn is iii the building? The Examiner's puiported 
reason to modify Schwartz to teach the claimixi ^mitat^ns is meaningless. 

Schwartz does not sneak of an vnfeed to redu ce or elmn'Ti ate blockage of anv 
signals whatsoever. Schwartz does not teach i ttjoaing s|)urce configured to receive a stable 
timing source signal. Schwartz does not teacl i aijy timiAg source. Schwartz does not teach 
receiving GPS signals. Schwartz does not eveai ijiention GPS signals. Why would one skilled in 
the art modify Schwartz to locate a timing sourcq at an tipper portion of a tower if you don't even 
teach receiving timing source signals or GPS siigiiaJs? Tjlie Examiner's purported reason to 
modify Schwartz to reach the claimed limitatii»i^ is meaningless. 

It is a stretch for the Examiner to add a tower to the Schwartz disclosure. It is a 



fiirdier stretch to then find that it must again be modified to locate the timing source at the upper 
portion of the tower. The Examiner adds subatanjtive disclosure to Schwartz and does not 
provide substantive ojf acceptable reasons to n:LO<^ Scl^artz to arrive at those modifications. 

3. The Examiner again states ^that th^ claims "^'ust merely recite tfie location 
of the GPS or stable timing signals with respet^t to the towe 

Again, regardless of what the Exammesr thinks atijout the, claim limitations, liiey must still be 
tau^t in the cited references to sustain a lejec'io]^. 

4. Til© Examiner states that 'Hp. the ifnowledge generally available to one of 
the ordinary skill of satellites^ it would have bcjen-: obvious to one skill [sic] in the art at the time 
Ae invention was made to modify Csapo, Taltot, 'land Buckley to either locate the PMU or 
placing the GPS receiver at a particular position (1 e. the|top) of the tower that would reduce the 
blockage of GPS satellite signals caused by hijfh <ir tall buildings." See current Office action, 
Page 12. Again, the Examiner did not provide reasoned ' 
ttie statement without any proof. 

Further, Applicants* clahns are koi; direct^ to satellites. While some of the 
referoaces cited by the Examiner have GPS compiimentSj Applicants do not agree that the 
references cited by the Examiner or the Applic inti^' claid(is are in the art of "satellites.'' 



findings. The Examiner otily proposed 
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5. The reason for modify ngjithe references is itself meaningless, namely to 
reduce the blockage of GPS satellite signals caused by high or tall buildings. One sfciUed inlfae 
art of GPS knows that GPS signals are receivwl Ifrom overhead satellites. The GPS receiver has 
a vertical lij>e of sight to the GPS satellite. Ual^s the ljuilding is actually vertically over the 

no!t blockJthe GPS signal. If the buildicig is over 



antrana or other receiver, the building should 



•itii 



speak of buildings or any need to reduce ox eliinittal 

It is equally meaningless to sa: 
tower for any reason. Talbot does not teach a 
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the antenna or other rjeceiver, obviously there would beino antenna or tower. See Inventors' 
Declaration, attachedihereto as Exhibit A. The j^xanrinkr^s reason to modify Schwartz to meet 
the claimed limitations is refiited by the evidence herein, 

6. The Examiner stated th at ip wouli be obvious to add a tower to Bickley^ 
Talbot, and Csapo to meet the claimed limitationk Seejcurrent QfiSce action, pages 7 and 12, 
There is no suggestion to modify any of the re 

certaiidy is no suggestion to modify ALL of tlie ijeferences to meet these claim hmitations as 
suggested by the Ecawiiner. 

Bickley is a hand held, portablA system, feee the Bickley Abstract There is no 
tower, and there is no reason to have a tower, . Piiithej', the Examiner's proposed modification 
would make tb^ Bickley system unusable for its mtendek purpose. A user of the Bickley system 
cannot have a tower attached to its device. The Efickley^device would no longer be portable or 
handheld. The proposed modification cannot reader the tmor art unsatisfactory for its intended 



purpose. MPEP 2143,01, Moreover, Bickley.do^s not ^eak of buildings or any need to reduce 
or eliminate blockage of any signals whatsoev!?r, 

It is meaningless to say Csapo 
tower. Csapo would riot work, Csapo would 
co-located. There would be no main unit and 
Cs^o. See Figure 9. -Csapo would not longer 
taught by Figure 1 1 . The Examiner's proposetl 
unusable for its intended purpose, As noted bj ' li|PEP 
cannot r ender the prior art uxisatisfactorv for i 



woMd move its PMU (mobile unit) to the top of a 
the4 have both the PRU (radio unit) and the PMU 
iio separdt^ rudio unit, which is explicitly taught in 
be!; able ttj have multiple PRUs and one PMU, as 
mpdificattion would make the Cs^o system 

2l43,0l3 the proposed modification 
intendedinurpose. Moreover, Cs^o does not 



y!ra^c 



(ate blojckage of any signals whatsoever, 
ot wcjuld move a GPS receiver to the top of a 
^wjer. Talbot discloses aa electro-optical system 



1^ 
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for a telescope. Moreover, Talbot does not 
blockage of any sigaals whatsoever. 

Further, as stated above, SGhwartf 
Schwartz does not even mention GPS sigtials, 
signals if you don*t teach receiving GPS si, 
Schwartz to reach the' claimed limitations is 

7. I The Examiner's 
provided or is not leg^y acceptable. The Exi 
all of the references, ^s e>q)lained below. 

The ET^aminer stated as the 
Bickley that "[a]s to a|>pliGanfs [sic] regarding 
refer^ces, the examiner maintains his rejecti* 
Csapo are all directed to a commutucation 
synthesizer and a GPS receiver, it would have! 
the time the invention' was made to provide 
providing the claimed inventions. Seecmrent 
fiirfher stated "since it is aot clear what reaso] 
details of the response fronx the previous actioji 

The Examiner's purported 
references are directed to either a coimntmication 
xise this as a reason or suggestion to combine 
similar art area^' is not' a reason or suggestion 
**suggestion" to combine is aot valid undertime 
example, MPEP 2143:01, In reKotzab, 55 
USPQ2d 1430 (Fed. Or. 2002), 

The Examiner further stated it 
explanation is e3q>ected by Applicants 
modify the references that is legally recognizable 

8. The Examine further cli 
themselves to combine or modify tite referenc^ 
any reference to modijfy any reference to reachjthd 



si>ea|c of bujldings or any need to reduce or eliminate 



I does not teach receiving GPS signals, 
^y wcijuld you need a tower to receive GPS 
ignilsfj The ^xannner*s purported reason to modify 

nfLeaifiingles^. 

puiported|reasoij to combine the references either was not 
:anuaer has not stated a specific reason to combine 



reason; to coi^bine aU three of Csapo, Talbot, and 
the com|)mation of Csapo, Bickley and Talbot's 
dn 0n the ground that since Talbot, BicMey and 
device (or a transceiver) comprising a J&equency 



I 
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I 



J 



be^ obvious to one of ordinary skill in the art at 
tejaching^ of Talbot and Bickley to Csapo*^ for 
Ofjfice acbon, pages 5 and 9. The Examiner 
^ningj or ejqfilanation is expected by Applicant^ the 
i&j repea^d." 



tie 



io combine the references is that all the 
device! or a transceiver. The Examiner cannot 
teferenies. "Because the refereuoes are in a 
dbmbin4 the references. The Examiner*s 
MPEP orjfhe Federal Circuit law. See, for 
US^Q^d 13lb (Fed. Cir. 2000), and7« re Lee, 61 
I 

: i 

xii^asjnot cldlar to'the Examiner what reason or 
Applic anils expejt a reason or suggestion to combine or 
j The Examiner has not provided one to date. 



t urns that jhere is a teaching in the references 



!|Howe^er, th^ is no teaching or suggestion in 
claimed limitations, and flie Examiner has 



never provided any proof that there is. Therd is i|io teaqWg or suggestion in any reference to 
combine all three references. 

The Examiner claims that the iealhing t6 combine all three of Csapo, Talbot, and 
Bickley is found in Bickley at col. 8, lines 1-1 9 ajnd TalfDot, Figs. 2-3 and coL 5, line 64-coL 6, 
line 9. However, the jExaminer merely makes a citatioi^ to a The 
Examiner never stated what the suggestion to -cothbine L or how the citation actually provides 
the suggestion to conabine all three references. \ \ 

There is no suggestion in the Bicls;ley ci4tion to combine Bickley with two other 

i • ' 1 

references. There is no suggestion in this dtaiol^ to combine Bickley with Talbot and Cs^o to 

axxive at the claimed i avention. Moreover, thi s ci|tatian ibpeaks of a frequency syndiesizet used to 

' I 

generate a variety of Sequencies* The Bxamixer ;contmues to ignore the fact that Applicants 
have not claimed a frequency synthesizer usecL to|generat€ a variety of fi^uencies. 

Hiere is no suggestion in 4e Tlalbs!:>t citation to combine Talbot with two other 
refer^ces. There is no suggestion in this citaj io4 to combine Talbot xvith Bickley and CsaiK> to 
arrive at the claimed invention. j i 

The E^iaminCT finds that it is clsarto onejskilled in the ait that they should 
combine all of the cited references to get the c'laitjaed invention- If the person skilled in the art 
was aware of all of the references, how is it chox'khat the person skilled in the art should 
combine Bickley witl^ Talbot and then with Csapp to get the claimed inventions? Is th^e a 
single teaching in only one reference that wouj d motivafe this person to combine it with two 
other references? Is there a teaching in two of^ thp referei^ices that would motivate this pexson to 
combine all of tiie references. The answer is co, and the. Examiner has not shown otherwise. 

9. The Examiner states that h^ can cimbine all of the references because aU 
of the references discltjse a communication de^/ic^ or a transceiver. See current OfiBce action. 



pages 5 and 9. This sijaiply is not a legitimate 



3r Ijegal reason to combine any two references. 
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much less three references. It is not a reason to combine as recognized by the MPEP or any 
Federal Circuit law. See, for example, MPEP :2l43.01, £n re Kotzab, 55 USPQ2d 1313 (Fed. Cir, 
2000), and/n re Lee, 61 USPQ2d 1430 (Fed. <Sr.:2002).! 

As previously pointed out by A jplicants. \o establish viprima facie case of 
obviousness, the PTO must show some objectiv e ijeachii^g in the prior art that would lead that 
individual to combine the relevant teachings oi^tb'fe refer^ces . In re Fine^ 5 USPQ2d 1596, 1598 
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u 

multipoint nxultic 



i Applicants pointed out 



to <he Eximiner that tiie references did not teach 
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(Fed. Cir. 1988). The PTO cannot tely on "coi^non knowledge and cotomon sense" to fiilfill 
it's obligation to cite.references to sxsppoTt its ccJiclusiGns. In rgLee, at 1434. 

10. I The Exaininer stales tfc at ^e can jjombine all ofthe references because aU 
of ihe references disclose a fi^quency syntheisizejr. Se^currenl Office action, page 5. As 
explained above, this simply is not a legitinaa te 6r legal reason to combine any two references, 
much less three references. It is not a reason'to ^ombiJe as recognized by the MPEP or any 
Federal Circuit law. jsee. for example, MPE^ 21|43.01,^« reKotzab, 55 USPQ2d 1313 (Fed. Cir. 
2000), and in reLee^pl USPQ2d 1430 (Fed'Cir. 2002). 

Talboj and Csapo do not disclosesja freqileacy synthesizer, as alleged by the 
Examiner. Moreover,, as Applicants have repuatedly stied, even if the prior art references aU 
had a frequency synthesizer, it would not be rsleiirant siice Applicants' claims are not directed to 
a frequency syathesizer. ' ' ' 



lel distribution service b.asdl com^umication signals. The Examiner stated 
that since Cs^o discliosed a base station ooimnuiiulcating with a plurality of mobile stations 
utilizing a plurality o^ signal protocols and sic ce MMDS is known in the art, it would have been 

1 I 

obvious to modify Tajbot, Bickley, and Csapc ibjr providing a base station which is capable of 

communicating MMr|S signals to fixed fecilitiesijfor expanding enhanced services in order to 

fulfill customer needsl See current Office action;; page ^. Again, the Examiner did not provide a 

suggestion to combine references or to modi^ thib references. 

I i ' i 

As pointed out above, Bickley ieaches a portable hand held device, and Talbot 

teaches a telescope sykem. Neither of these s;yrstims wJuld use MMDS signals. Neither of these 

I I 
systons provides any other services. Moreover, tihe pressed modification would render the 

Biddey and Talbot systems unusable for their! intlmded purposes. 

Csapo teaches CDMA, TDMA: GSM, anji analog. These are all protocols. 

TDMA is used in GSM systems, and CDMA ii5 uied in d igital cellular systems. MMDS is not 

used along with any of these protocols. GSM |m<ji digitaJ cellular are not line-of-si^t 

technologies. So, therp is no evidence that one orimore hypothetical buildings would cause 

signal blockage. Therp is no reason to suggest th^ Csapip would have any reason to use MMDS 

over the protocols it described, especially since! thp Examiner found that MMDS was known in 

the art, and Cs^, therefore, could have Ksted MljlDS. ifhere is no evidence to suggest the 



191 



PAGE 22/52' RCVD AT 1/3112005 5:25:54 PM [Eastern Standard Time]'SVR:USPT0{F)(RF-1/5'DN S:8729314 ' CSID:8162922001 ' DURATION (mm-ss):17-44 



■ : j 

Csapo system would work with the MMDS protocol. The Exammer does not explain what is 
meant by enhanced services, what customer neejla are Required or fulfilled, and v^t is meant by 
a fixed feoiUty. The pxaminer's puiported itasc^ to ojmbine the leferaices is not valid. 

12. ! On page 9 offhecurre It ^ffice action, the Examiner stated that since 
MMDS is just a high--fi-equeocy signal that proviies a jjlatfoim for providing services such as 
broadband data, voic^, video, and high speed; infi^et access, it is clear that the system of 
Schwartz would comjmse and support such jiov^S signals as well. The Exaimner cited 
Schwartz at col. 2. liftes 33-39, whi«5h states ♦j[t]lie central receiving means preferably comprises 
a receiver antenna fot wireless communioatio:a5.'| The central hi^-fi^ency signal is preferably 
within a frequency bajnd used for cellular conjmiilnicatiJns, coixllcss telephony, personal 
communication services, local radio-frequencjy commui^cations, sateUite television, interactive 
multi-media video, ob high bit-rate local area iietiivork8.t 

Again,; the Examiner did not pijovide a re|ason why this citation clearly teaches the 
claim limitations. Th^ Examiner did not provide|a reas^ed analysis or any suggestion to modify 



Schwartz to aiiive at the claimed limitations, 
disclosed anywhere in Schwartz. This reason 



Tb!^ Exanftiner ignores the fact that MMDS is not 
to modi^ Schwartz is meaningless. 



As Applicants have repeated, Applicants^ 



synthesizer. AppUcants' claims do include linitaftions for frequency conversion, a tower, and an 
optical cable. TheEx^erhas made Applicimt^' poini for AppUcants. Indeed, the claims are 
allowable by the Exaininer's own words. 

Further! -'^pHcants' disagree WLth;ithe ExLiiner's description of the references. 
The Examiner can hardly say Biddey does no^ te4ch a pirtable hand-held device when Bicldey 
expressly states it is. the Examiner can hardly sfiy Talbot does not teach a distance measuring 
device for a telescope when Talbot ejcpressly s] ateis it is. 

14. ^ile the Examiner cites re K^ler, the Examiner ignores the teachings 
of /« re Keller and other Federal Circuit law. As ikoted a|>ove. In re KeUer explains that the test 
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13. j The Examiner states ihitt H^es refeimces must be considered as a whole and 
cites /» re Keller, 208|USPQ 871 (CCPA 198:.). jThis sLementby the Examiner is correct 
However, the Examiner then states ftat flie teachings ofTTalbot and Bicldey are directed to "a 
frequency synthesizer;. . . not on frequency co;civ6rsion ^or tower, satellite, hand-held, optical 
cable as allegedly aigijed by Apphcant" See l:unrent O^ce action, page 1 1. 



claims are not directed to a frequency 
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for obviousness is wjiat the combined teachingsjof the kferences would have suggested to ftose 
ofoidinaxyskiUintiieart In re Keller, 20% m^qA&h However, the Examiner cannot stop 
there and merely pull components fiom multiple refer^Lces and say the combination is obvious. 
The Examiner cannot point to a single figure in i referince, blindly state that the figure is the 
"motivation" and nofj explain why it is the mctivjation t^ combine ftise references. The 
Examiner attempts toi say that the motivation is iund ik the references in a blatant attempt to not 
^cplain the reasoning. ' 

I 

(Jhs ^xaminer points to Figurs 2'of Talbot and states that the motivation to 
combme three references is found in that onejfig||ire. See cuircnt OfiSce action, page 11. Hie 
Examiner does not stjite how this one figure woiild lead a person of ordinary skill in the art to 
combine three references to meet the claimed: in^tioni The Examiner gives other reasons to 
combine the references in other portions of ths Office attion and does not provide the reason or 
suggestion why a person of ordinary skill in die ^ wo Jd combine three references to meet the 
claimed invention. Tjius, the Examiner is not evib consent on the rejections and why the 
different "motivation^" would lead one of onltnajy skill| in the art to combine the three references 
to meet the claimed invention.) i j 

As notpd min re Kotzab, "most i|not aliinventions are a combination of old 
elements. Thus, eveiy element of a claimed invention liay ofteh be found in the prior 
art Howerver, identification in the prior art of each individual part claimed is insufficient to 
defeat patentabiUty of the whole claimed invejjtion. Raier, to establish obviousness based on a 
combination of ihe elements disclosed in the priot art, tlfere must be some motivation, suggestion 
or teaching of the desi rability of making the sp ecific combination that was made by the 
applicant" In reKotzib, 55 USPQ2d 1313, ms. (Fed. bir. 2000) (citations omitted). 

The PT 0 must provide particuliir findingi related to the showing of the 
motivation to combinq. In re Kotzab, 55 USP(32(i at 13^7. Broad, conclusory statements 
standing alone are not ("evidence." In re Kotzab^ is USl!Q2d at 1317. 

"Whileithe test for establishing j a] ,teachi^, motivation, or suggestion is what the 
combination of [the references] would have su jge^ted to| those of ordinary skill in the art, the 
[statements in the references] cannot be viewet \ ini|l3ie al^tract. Raflier. thevmn<f W 
considered in the context of the teaching of flielBurt telreference. Further, a reiegtin^i 



cannot be predicated on the mere identiflca ^ ori in rthfc referencel of iOftMduali-Qinnot. wit. 
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of claimed limitations. RathCT,particiilarMdiibgs 

1 

artisan, with no knowledge of tie claimed 
combination in the maimer claimed." Li re J^otiab, 55 

*The Patent and Trademark Otfice 
appeared to suggest the claimed limitation, 
understanding or priilciple within the knowletige! 
motivated one with no knowledge of Kotzab' 
claimed" In re Kotz^b, 55 USPQ2d at 1318 
alleged to have found prior art Statements, 

abstract appear to surest the claimed limitatilon, 

1 

claim limitations are found in the cited refex^ces 
as to the Specific und<!cstanding or principle 
have motivated one trtth no 
Ae manner claimed- iThe Examiner has 
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must be made as to the reason the skilled 
inyenption, would have selected these components for 
USPQ2dat 1317. 
s.e found prior art statements that iji the abstract 
I there ivBB no finding as to the specific 
3! of a skilled artisan that would have 
inVentioiji to make the combination in the manner 
L^e Koifab^ the Examiner in the present case has 

thie Examiner argues that the statements in Ihe 

i 



and 



and has not considered the cited statements 



15. 



(Althi)ugh, Apphcants dispute that all of the 
B.) But, there Was no finding by tb^ Examiner 
Lth|n the ^owledge of a skilled aiti^ that would 
knowledge of Api)h6ants' inv^ition to make the combination in 
con inned to lonll statements from the references 



Further to KeUer and KDtzib 



was usijig hindsight tc i reconsttuct Apphcants 
re McLaughlin, 170L[SPQ209 (CCPA 1971) 
any judgment on obvibusness is in a sense nedessl 
reasoning. But, so lotjg as it takes into account 
ordinary skill in the art at the time the invention 



signally 



action, page IL The ]^aminer further states 

signal to reduce fi-equJsncy drift in the osciUatcir 

reference." See cuireilt Ofi&ce action* page 1 1 

statements on the issue. 

The Examiner does not state he|e tibat 

three references to meet the claimed limitation^, 

Further^ the Examiner does not 
I 

Federal Cirt^uit case law- As explained recentlyj 



22. 
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iri the comte xt of the teaching of the entire 



reference. This actioju by the Examiner is exiiotl^ whatiis counseled against in Kotzab. 

, Apphcants pointed out that the Examiner 
invjentiotil The Examiner responded by citing /n 
fori the proposition that "it must be recognized that 
[jaiily a [reconstaiction based upon hindsight 
o]!ily kncjwledge which was within the level of 
\j^as maiej and does not include knowledge 
gleaned only from thejapphcant's disclosure si whi a recojistruction is proper." See current Office 

[h]^re, thi motivation for using the GPS timing 



clearly illustrated in Fig. 2 of the Talbot 



The Exaiminer does not make any flirther 



he is finding a motivation to combine all 
this is ^dear error. 
lEblliow theg teachings of the McLaughlin and recent 
\\\n making the assessment of differences, 
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section 103 specijfioaUy requires consideratidii (jif the claimed invention 'as a whole.» InventiMis 
typically are new cojfabinations of existing piinraples o!: features. The 'as a whole' instruction in 
title 35 prevents evalliation of the invention i aitiby pa^. Without this important requircmait, an 
obviousness assessment might break an inventidh into its componeat parts (A + B + C), then find 
a prior art reference containing A, another co: itaining B , and another containing C, and on that 
basis alone declare thje invention obvious. His form of hindsight reasoning, using the invention 
as a roadmap to find its prior aft components, wsiuld discount the value of combining various 
existing features or principles in a new way to a<^eve h new result - often the very definition of 
invention. Section 1( 6 precludes this hindsigbt cliscoudting of the value of new combinations by 
requiring assessment pf the invention as a wWalel This fcourt has provided £urth» assurance of 
an *as a whole' assessment of the invention ui idejr flOSiby requiring a showing that an artisan of 
ordiii^ skill in the art at the time of inventio:!, QoiifiOL|tcd by the same problems as the inveiitor 



and with no knowled^ of the claimed invention,! would 



The Examiner jgnor^ the teaching of Scht rarHfe. 



discussed this issue in Hie prior response. 



select the various elements from the 



prior art and combine; them in the claimed ma melr. In other words, the examiner or court must 
show some suggestion or motivation, before tjxe invention itself to make the new combination. 
Ruiz V. AJB, Chance (jo., 69 USPQ2d 1686, l()90| (Fed. bir. 2004), 

The E^jaminer has done exactly wW is cfjautioned against in Ruiz. The Examine 
has broken the inveotijon into conaponent parts anid then Attempted to find prior art references that 
teach the component j^arts. The Examiner pro vidbs a single citation to demonstrate one of the 
con^onent parts and for the '^motivation" to cj^mibme all three refer^aces. But, the Examiner 
never really provides a motivation to combine' as :&llowek by the MPEP or any Federal Circuit 
case, as explained abc^e. Applicants have shown that a^ of the component parts are NOT shown 
in the prior art. AppUjsants have further show^t th^t, evji if one thinks all of the component parts 
are shown in the prior -art, the Examiner still hjis mot provided a motivation to comlrine all three 
references to reach th6 claimed limitations. 



1 



16. Schwartz teaches refesreice|sigQals, Schwartz does not teach GPS signals 
or other stable timing signals, Schwartz does tiotieach a| stable timing source. Apphcants 



The Examiner relies on Schwariz, colnnmj 6, lines 37-40. However, the Examini 
ignores the teaching of the entire section of colimin 6, IhJes 27^0, which states the following. 
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A higji-stabiHty signal general edl-using iscillator 92 is delivered to an 
mput Df phase-comparator 84 (al^o the &put of central reference means 
82). .pother input of phase cbmtoaratofi 84 receives a signal from divider 
86, gdnerated by frequency-di id^mg the central reffereace signal by a 
tunable integer N, The outpvri of 'compatator 84 is connected through filter 
88 to a control input of oscilla tor::80. Comparator 84 produces a central 
adjustinent signal representali' /e ^f the jjhase difference between the two 
signals received at its inputs. The.icentrai adjustment signal drives 

signil gensated by oscillator 80 is 
thus frequency-stabilized usiojj tiiie highistability signal generated by 
oscillactor 92. ' ! i 

The Eyaminei also ignores the teaching bf the rest of the reference. Schwartz 
states that the reference signal is used to contj ol the "frequency of the remote reference signal 
preferably such that ii is equal to the frequency bjf the central reference signal" Column 5, lines 
63-65. Schwartz fhi13ier discloses that the *'[c]e4itral reference means 82 comprises a central 
reference oscillator (1 Jcal oscillator) 80. OsdUafor 80 is preferably a voltage-controlled high- 
fi^uency oscillator v^hich by itself would emit a! signal] of low fremiencv stahilitv " Colunm 6, 
lines 4-6. Further, "C scillator 80 is stabilized byja central frequency stabilization Uaeans 
comprising a phase cc imparator 84, a tunable Jrecjueacy jdivider 86 characterized by a tunable 
integerN.andalow-pass filter 88." Colunm is, lines 9-|l2. Schwartz is using a signal of another 
frequency as a reference only, not as a stable tunjjug source. The frequency of the reference 
signal maybe ^j^ged by changing the value N 6f the tLable frequency divider 86. That signal 
is then used to general e a global tuning signal; which is |he ultimate reference, Schwartz even 
states "the global tuni ig signal is of a fi^quency ^uitabli for transmission through tcansmission 
means 26, and such flijat the frequency bands df t|ie glob^ tuning Signal and flie intamediate 
signal do not overly." Colunm 6, lines 52-56. llhe oscjuator 80 of Schwartz is not stabilized by 
a stable timing signal. Cleady, this disclosure; doips not jead on Applicants' claims, 

17. The Examiner also ignoj re*; Applicants request to read die claims in light of 
the specification, and io iuteipret limitations recitfed in the claims. On page 4, lines 13-15 of 
AppUcants' applicatio:i, AppUcants state "[tjbeiseiitvirelels technologies also sometimes use block 
converters at the base of towers to lower comfiiuriicatioi^ signals in frequency. These block 
converters have a loca oscillator whose input ireqluencyitends to move around. Thus, the output 
of the block converter \s not stable and subject to illrift." 

Applicants explained that the loiali;oscilla5tor is not a stable timing source and 
does not emit a stable tuning signal. Therefore, iflthe Examiner correctly reads the claims in 

! I 
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light ofih9 specificaion, tiie Examiner would n|)t equate a local oscillator as a stable timing 
source. Y€t.assho^above,thatisexactlywli|ttheExaimnerdid. The Examiner claims tbat 
"the oscillator 92 wh ich geaeiates a high-stal»ililiy signAls for oscillator 82 to generate a stabilized 
oscillator signal wou d read on the 'timijig sciur^' and|flhe 'high^stabiKty signal' would read on 
the 'stable timing signal' as claimed." See ciir^it Oflie action, page 8. The "oscillator 92" is 
not a stable timing source as claimed, and &e *'h|gji-staj>ility signal" is not a stable timii^g signal 
as claimed. Anplicajits reminrt fl.A t^L citafiftn^ fh)m the prior art 

references most be <ionsIdered in the conta ct clf flie jeaching of tha entire reference, anrt 
a rejection cannot b ; predicated on the mei re lidentification in the reference of indivldna^ 
components of dainled limitations. In re Kotzab, 55 ijSPQ2d at 1317 i 

The EYaminer has n i>f identifieii teaniiiiiffB 'fa 4^ art for aU limitations of all claims 

1 8. In Applicants' prior lespoilse, Ajlplicants noted that the Examiner had not 
specifically identified all limitations of all claims in thejrejections. 

For eximiple, the Examine rei<!cted claiih 1 1 for the same reason as set forth in 
claim 1, which was rejected over Schwartz, the Examiner further foimd tibat "in addition, by 
mounting the central subsystem 22 of Schwariz o|a1he t6wer of the building for reducing nower 
loss in the cable with ow fiequency signals, a id^ij Schwartz as modified would disclose the stable 
timing signal is generated jfrom Ae upper porti ottjof the tower as claimed." 

The E35 aminer ignores ttie addiiiotijal claiip limitations in claim 11 for the MMDS 
service based communication signal, the fiber'opijic cabl^ the timing source, the stabilized local 
oscillator, the block converter, tftie optical converijing sy^em, and the optical receiving system, 
all of which are not fo and in claim 1 . Geneial stdtemen^ by ihe Examiner do not take the place 
of required evidence a od reasoned statements. jThb Exanjiner did not provide a reason to modify 
Schwarz to anive at declaimed limitations. ! i I 

19. Moreover, Appticants notekat thb Back;ground of ^Ucants' application 
slates "[t]hese transmission lines topically are ifaicd^ hea-iy, and allow much of tiie 
communication signal to be lost due to noise and » Application, page 1, line 21- 



page 2, hne 2. AppUcSnts note that the Detailed ijescriplion of Applicants' ^plication states 
"Tlie LNBs 218 and 2;i0 are placed after the Lj^Aip 214 Jnd 216 so that the communication 
signals can be converted to a lower fi-equency before thej are transmitted. This lowers loss fliat 
may be experienced during transmission over lion+fiber <^tic conqjonents to the basje of the 

25 
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.bloik 



tower/* AppKcation, 
limitations of claim 
agaizxst fhem in a 
20 

prior art in the 
addressed: claim 14 
local oscillator, a 
(a timing source 
block converter); 
iapiit to a local osciU^tor 
signal to convert the 
frequency, transmittii}g 
over the fiber optic 
timing signal at a loc^ 
stabilized oscillator 
the communication sij 
signal, receiving the 
an ii?>ut to generate a 
the frequency of the 
signal over fiber optic 
claim 67 (generating 
communication signal! to 
the optical signal over 
(all with the entire lim^i 
21 

prior art in the rejectiofi 
additional claim 
signal at a tower, fiber 
to at lea^t approximate 
the upper portion of the 



I limitations 
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page 12, lines 6-9. Even ^ough fhe Examinea: has not identified all of the 
1 in the prior art, the Exanjiner cdntmues to Hy to use Applicants' teachings 
hinbsi^t analysis. ' j 

Similarly, the Examin^x 4d not identify aU limitatiQns of claims in the 
under Schwartz. Fof ex&mpleJthe following claim limitations were not 
[a timing source coufiguredj to generate a stable timing signal, a stabilized 
converter, a fiber optic ttansmi^er, and a fiber optic receiver); claim 35 
configured to generate a stable timing 'signal, a stabilized local oscillator, and a 
claiin 45 (generating a stabl s tilining signal, using the stable timiijg signal as an 
to generate a stabilis ed joscillior signal, using the stabilised oscillator 
ileceiving firequency of the commuiication signal to a stable lower 

the optical signal ova filjer opti|c cable, and receiving the optical signal 

claim 57 (generatiiig4 stabl^ tinting signal, receiving the stable 
oscillator and using th<s st^Jle tiikng signal as an input to generate a 
1, and using the stabilized oscillator signal to convert tihe fi^quttjcy of 
ij jnal to a stable lower firequfency); ilaim 64 (generating a stable timiog 

timing signal at a Ljcal oscil^or and usmg tiie stable trmmg signal as 
stabilized oscillator sigcal,:iusing iie stabilized oscillator signal to convert 
c >mmuraoation signal to a stable loiver fi^equency, transmitting the optical 
cable, and recaving the c^tical sifenal over the fiber optic cable); and 
stable timing signal, converting tie receiving fi:equency of a 

' ' J 

an. intemiediate firequency usinfe the stable tijning signal, transmitting 
fiber Optic cable, and receiying tl^e optical signal over the fiber optic cable) 
itation, not just the base linlitationl provided ha-ein). 
Similarly, the Examiner; dii not idjentify all limitations of claims in the 
under Csapo in view ofTalbot ajid BicWey. The Examiner ignores the 
in claim 1 1 for reoavmg an MMDS service based communication 
optic cable extending fi-pmj approicijnately the upper portion of the tower 



cable); 



signal, 



ly the lower portion off le Ipwer, k timing source located at mproximatelv 
tower and configured to rteceive a stable timmp ; source signal and tn 
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approxiqiatelv the uT'per porrion of the towac co^gured to receive the stable timing source 
based stable timing signal and to use the tablo tilixung siurce based stable timiTig signal as an 
input to generate a st abilized oscillator signal, a block converter configured to convert the 
cottununication signjil from lie frequency to .a stable iJwer frequency usingthe stabilized local 
oscillator signal, an cptical converting systenii located L acpiDximatelv the upper portion af the 
towff and configured to convert the lower fr^qu^ncy ct^unication signal to an optical signal 
and to trnnsniit the oi itical signal over the fibear ojitic cajjle from approxiniatelv the upper p nrtinn 
of the tower, and an c ptical receivmg system icojiijagurei to receive the optical signal over the 
fiber optic cable. ■ i 

22. SimUarly, the Examiner d|d not ikentify all limitations of claims in the 
prior art in the rejection under Csapo in view of talbot and Bicldey. For example, the following 
claim limitations wen; not specifically addresi«<^; clai4 14 (a block converts, a fiber optic 
transmitter, and a fiber optic receiver); claim :55 jja bloci converter); claim 45 (using the stable 
timing signal as an in; )ut to a local oscillator t > gfeneratd a stabilized oscillator signal, using flie 
stabilized oscillator signal to convert the receiving freqjency of the communication signal to a 
st^le lower frequency, and receiving the optipalisignal bver the fiber optic cable); claim 57 
(receiving the stable t ming signal at a local os:ci]|atar asid using the stable timing signal as an 
ii^ut to genwate a sta bilized oscillator signal,; anil using tiie stabilized oscillator signal to convert 
the fitsquOTcy of the communication signal to li stable idwer firequency); claim 64 (receiving the 
stable timing signal at a local oscillator and usin^ the stable timing signal as an inpt>t to genetate 
a stabilized osdllator agnal, using the stabilizi id oscillatlbr signal to convert tiie frequency of the 
communication signal to a stable lower frequeacy, and i^eiving flie optical signal over the fiber 
optic cable); and claim 67 (converting flie rec^iviijig freq|iiency of a communication signal to an 
intennediate frequenc; r using the stable timing siinal auk receiving the optical signal over the 
fiber optic cable) (all \snLth the entire limitation not just ie base limitation provided herein). 
The Examiner has net established infif;r<»m^ r ' ! 

23. "The fisct that a certain iesiflt or claracteristic may occur or be present in 
the prior art is not suff icient to establish the inlierency oi fiiat result or characteristic." MPEP 
21 12. "To establish mtierency, the extrinsic e\ide|nce mi^st make clear that the missing 
descriptive matter is m cessarily present in the j hing described in the reference, and that it would 
be so recognized by persons of ordinary skill, ilnhbrencyj however, may not be established 

jj 
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by probabilities or p< .ssibilities. The mere fac t t|at a c|taitt thing may result from a given set of 
circumstances is not Sufficient." MPEP2I12. *||lhrel3|ngtq,on the theory of inherency, the 
examiner must piovi. ie a basis in fiiot and/or | leclhniCal Reasoning to reasonably support the 
detemiination that tht allegedly inherent chaiactteristic Leeessarilv flows ftom the teachings of 



the ^lied prior art.' 



TTindsijarht 
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The E canainer claims that ihe (sonj^^ertin^ system of claim of AppKcants' claims is 
inherent in Schwartz. The Examiner stated Hi at lit is cleia- that when a fiber-optic cable is iised, 
an optical conversion would inherently be uti izdd befoje transmitting the stable lower frequency 
signal to the fiber optic cable. , 

Howe^^er, the Examiner did npt c4mparJlhe claim limitations for the converting 
system to the inherem jy rejection. The ejcamiiieriidid not find that the claimed limitation was 
inherent in Schwarz. 

It is no t inherent in Schwartz tj lat kny specific type of signal is converted at any 
point in time with ati) particular equipment. Sclftvartz States that individual channels are 
centrally and tunably selected for emission in 'a distcibufod wireless communications system. A 
hiiJi-ftequency signal received at a central anten^ is d<|wn-converted such tiiat a selected 
channel corresponds t j a predetermined &eqv!\:D^ range. Non-selected channels are filtered out 
The selected channel j s transmitted to remote ] oc^ons ^ver commonly available transmisaon 
lines, up-converted, and re-emitted. The ttanstni^ chionel is chosen by tuning the frequency 
of the local oscillator iised for down-conversiqiL .' See sihwartz Abstract 

It is no inherait in Schwartz that ^ converting system is configured to convert tfie 
communication signal fiom die fiequency to a st^le lo^er fi^nency using ttie stable timing 
signal and to convert t le lower frequency signiil tb an oijtical signal. The Examiner has not 
identified any portion Df Schwartz which inheientjly teaoixes converting a lower frequency signal 
to an optical signal. T le Examiner did not ideitify the claimed subject matter in the inherency 
rgection, and the Exaiainer did not provide al asijs in faiit and/or technical reasoning to 
reasonably support the determination that the aUegedly iiheimt characteristic necessarily flows 
from the teachings oft le applied prior art 



24. The Examiner claims thiit hp is no| using hindsi^t because the teaching of 
using a GPS timing signal to stabilize a local o^c^ator sifenal that has less drift is taught by 

•ii 
1 

|2Sii 

CC 1380754V1 " 

PA(^31/52'RCVDAT1I3112005S:25:S4PM [Eastern Standard Timel'S^^^ 



I 



JAN. 3!. 2005 5:4cPM 

Walsh at column 3, 
Walsh was not used 
to Walsh. Walsh is 
reference. Regarding 
references. 
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Ifnes 30-47 and Talbot at 
reject any indep^dent 
relevant to a 
Talbotj as explained 



10 

lot 



On page 



using improper hinds 
Talbot shows a graph 
Talbot discloses a 
or suggestion to 
teach all of Applioantk 
motivation to combin 
25 

patentable and reques : 
Further CnTnmPTi*fi 



11 of the current 
ght because Figure 2 of 
of short-term variations 
meiasuxing device for a tel^cojp 
compine its teachings with 
" claim limitatioiis, and 
; all three references. 
For all of the reasons 
withdrawal of all 



TO Rejections 



26, 



25 



57, 64, and 67 under 
to Schwartz ("Schwarte*'). 

Regard mg 



Schwaitz 



"low-bandwidth 
T cable, telephone 
22. However, 
does not allege that 
Schwartz does not 
frequency signal to an 
somewhere in the 
required in Applicants 
conversion system is 
in Schwartz 
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hindsight biksedrej 



abovie, 



0£B|:e action, TThe Examiner further states that he is not 
TallbOt diicloses 'Ue motivation." Figure 2 of 
, IdjUg-terji drift, and GPS-corrected long-tenn drift, 
e. Tilbot does not provide any *teotivation" 
other unrelated references. Talbot does not 
a graph showing drift rates does not provide a 



tv^o 



Sit fJjrth above, Applicants submit that all claims are 



1 rejections 



Lhne 



, unslue 



claim 1, in the 
trans^nission line can be a U 
wiiie, fiber-optic cable, 

does not disclose or 
Scthwartz does teach or 
disii^lose or teach a 

optical signal. Themer^ 
system does not m 
claims, and the 



Sch^vartz! 



iExami^L^ 



not: 



; inherent in the system 
: from whicjh the Examiner could 
Moreo\ter, although alleged by 
converting system configured to convert the cd 
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coiumn sl line 64-colunm 6, line 9 and Figure 2. 
ciaims. kpplicants have not made any remarks as 
sjection if the rejection is not based on that 
the cllaitn limitations are not taught in these 



,|rhi 



The Examiner rejected c laiins I, ^, 11, 14, 26-27, 30, 35, 41-42, 45, 52, 55, 
U.S.C. § 103 as being 



ui|)atenta)le by U.S. Patent No. 5,930,682, issued 



tf »aclji ; 



Sum|aflijy of thb Invention, Schwartz discloses ttiat a 
thjat is p^e-installed in a building, such as 10 base 
Med cable or power cable," Column 4, lines 19- 
an optical receiving system, and the Examiner 
di^lclpise an o|ptical receiving system. Further 



convertijig system 
njention' 



configured to convert the lower 
of the existence of a fiber optic cable 
eaii Schw;jrtz teaches the converting system 
pannodmakethatjtraq). Further, such a 
d^kclosed in Schwartz, and there is no disclosure 



make 



" an inlierency argument. 



the lExamiiier, Schwaitz does not teach a 
tmiunical|ion signal from the frequ^cy to a stable 

I ! 
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lower frequency usiEg a stable timing signal ;js jequirci in Applicants claims. Schwartz <k>6s 
disclose a reference jlignal geuerated by a centrai reference means 82. But, Schwartz dofisnot 



disclose that the reference signal is used for aiayitimiog! 



(Fed. Cir. 2002). This 
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aspects to produce a stable timing rigpal 



used to convert a free uencv to a stable lower freiipiency . 

Schwj rtz states that the refereiicejsignaljis used to conlrol the "frequency of the 
remote reference sigr al, preferably such that it i^ equal jto the frequency of the central reference 
signal." Column 5, lines 63-65. Schwartz fiuth^ discloses that the "[c]entral reference means 
82 comprises a centrs 1 reference osciUator (local ;osciUaW) 80. Oscillator 80 is preferably a 
voltage-controlled hij^i-frequency oscillator yhijsh by iiself would emit a signal oflow 
frequency stability." Column 6, lines 4-6. Further, "Oscillator 80 is stabilized by a central 
frequency stabilizatio a means comprising a phasp comi/arator 84, a tunable frequency divider 86 
characterized by a tui able integer N, and a low-pjass filter 88." Column 6, lines 9-12. Schwartz 
is using a signal of another frequency as a lefisreilce Only, not as a timing source. Thofrequeacy 
of the reference signai may be changed by changing the value N of the tunable frequency divider 
86. That signal is tbej i used to generate a glol al Wimg tignal, which is the ultimate reference. 
Schwartz even states "the global tuning signal' is ipf a frequency suitable for transmission ttiiough 
traftsmission means 2(), and such ttiat the freqiiency ban<is of the global tuning signal and the 
intermediate signal do not overly." Column <>, lines 52J-56. The oscillator 80 of Schwartz is not 
stabilized by a stable 1 iminp signal. ; 

Thus, 5 chwartz does not disclose |he staljle timing signal of Applicants' claims. 
Schwartz does not dis(jlose a stabilizing system c|>nfiguijed to generate a stable timing signal. 

Here, where the component in tte Isited reference (regardless of its name) is not 
the same and does not have the same function as tjhe claimed limitation, it is not even referred to 
the same by Schwartz and the present Applicairts •! and Al>plioant has shown why the cited 
component and the claimed limitation are not the i^ame, ^ Examiner must pnyvide a reasoned 
analysis why the Exan iner construes them to l e tijje samt. In re Lee, 61 USPQ2d 1430, 1434 



is true ev€ai though the ] Sxininer may give the claim term its broadest 



reasonable meaning. 1 he Examina: may not ji st ignore kn re Lee. 

Additio laUy, the Examiner dod; ndjt provide a suggestion to modify the disclosure 
of Schwartz to arrive a : the claimed Kmitationsj Tlhe Exajminer's continued use of the ttieory 
(here or in other claim^) that something would jbe placed jon a tower to reduce blockage of 
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signals caused by tai: buildings is not eupporiiedijby aaJ evidence, and Applicants traverse (he 
siame. ' | 

Regarling claim 8, claim 8 is beljeved patentable for the same reasons stated 
above. Additionally, Schwartz does not teacf^ c(isclosel or suggest a timing source configured to 
generate the stable til oing signal. Further, Scitiwiartz do^s not teach, disclose, or suggest a 
stabilized local oscillitor configured to receive the stab][e timing signal and to use the stable 
timing signal as an in jut to generate a stabilized 'josciUajior signal. 

ReganUng independent claim 1,1, jSchwajtz does not teach, disclose, or suggest a 
fiber optic cable extejiding from approximate! y the upp6r portion of tower to at least 
approximately the lov ^er portion of the tower; an^ the Ejsaminer does not allege that it does. 
Schwartz does not teach, disclose, or suggest iitihiing source located at approximately the upper 
portion of the tower a ad configured to receive a sjtable timing source signal and to transmit a 
stable timing source b ased stable timing signal. Schwai|tz does not teach, disclose, or suggest a 
stabilized local oscilh tor located at approximiitely the ujjper portion of the tower configured to 
receive the table timii g source based stable tiiniil|g signal and to use the table timing source 
based stable timing si; jnal as an ii^ut to generate!a stabijlized oscillator signal. Schwartz does 
not teach, disclose, or suggest a block convertjsr cjonfigii^d to convert the commumcation signal 
from the frequency to a stable lower frequency using th^ stabilized local oscillator signal, and the 
Examiner does not all sge that it does. Schwartz ^oes no^ teach, disclose, or suggest an optical 
converting system loc ited at approximately th 5 uj|)per po rtion of the tovver and configured to 



optical signal and to transmit the optical 



>tic cable from approximately the |upper portion of the tower, and the 



Examinor does not aUisge that it does. Schwariz does not teach, disclose, or suggest an optical 
receiving system conf gured to receive the opti cai, signal over the fiber optic cable, and die 
Examinar does not all(!ge that it does. SchwaHz does noi teach, disclose, or suggest an MMDS 
system, and the Examiner does not allege that i dbes. 

regarding the Examinei 's $tated reason for modifying Schwartz to meet 
the hmitations of claim 1 1, it should be noted thati Applicants stated their concerns with prior 
systems in the application. Hiose concerns included tha^ much of the communication signal is 
lost due to noise and n sistive loss and that thick ckbles lyere required used to cany a signal of 
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^1 

EFX]V-1/5'DNIS:8729314'CSID:8162922001'DUMp(min-ss):17^ 



JAi\. 3i. 2005 5:47PM 



adequate frequeucy. 



I ATHR0P4GAGL L 



Thus, the AppHcants' s^/sthm reduces loses in the iransinission lines and has 
lighter cables that reduces the load on the to^^eri; 

Thus, again, the Examiner is tsiiig impimissible hindsight. Again, the Examiner 
is using the teaching: : in i^Ucants* disclosure as a baits for the rejection. Again. AppUcants 
remind the examiner that this is not pennissilde jmder ^ re Lee, at 1434. Further, in responding 
to AppUcaots' reques t for reasoned findings, : Apjplicanti request that the Examiner not ONLY re- 
write MPEP Form ragraphs and then re^state fjie rej^tion, but Aat the Examiner explain the 
reasoning as required by Li re Lee. 

Regarding ind^endent claim |4,i$chw^ does mX teach, disclose, or suggest the 
claimed timing souroi j configured to generate 



configured to receive the stable timing signaljani^ to us^ the stable timing signal as an iiqjut to 
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a stable tining signal, a stabilized local oscillator 



configured to use the stabilized oscillator 



issues for the antenna limitation are 
;yeved patentable for the same reason 



generate a stabilized oscillator signal, a block' coiliverterj 

signal to convert the Jrequency of the commuJiicition sLgnal to a stable lower ftequency, a fiber 

optic transmitter coni igured to convert the loTj^erifrequeiicy communication signal to an optical 

signal and to transmit the optical signal over fibeir opticicable, or a fiba- optic receiver configured 

to receive the optical signal over the fiber optic d^ble. The Examiner does nbX even address the 

claimed limitations fo r the timing source, the jstabilized ilocal oscillator, the block converter, the 

fiber optic transmittei, and the fiber optic leceivdr. The;: 

otherwise addressed herein. 

Regarc ing independent claim 35, ijt is bel 

identified above for tl c claimed limitations foi: this timiiig source, the stabilized local oscillator, 

the block converter, aJid the antenna. Again, it is jnoted that the limitations for the timing source 

: I j } 
the stabilized local oscillator, and the block convertex wire not addressed by the Examiner. 

Regard ing claim 41, the Examiier' again Stated that Schwartz discloses an NCMDS 

signal at column 2, lines 33-39. See current Office actiok page 3. The following is a quote from 

Schwartz at column 2, lines 33-39: "The ceutdd rifeceivirjg means preferably comprises a receiver 

antenna for wireless communications. The cen- Sal; high-frequency signal is preferably within a 

frequency band used f >r celhilar communicationsij cordless telephony, personal communication 

services, local radio-fi iquency communicatioijs, ^atellite television, interactive multi^media 

video, or high bit-rate local area networks." ScMartz does not disclose, teach, or suggest an 

MMDS signal. Schwartz further does not disc: osi any fijjcr optic transmitter or receiver. 

' I 
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Regarding independent claimj 4^, 57, ^4. and 67, these claims were rejected by 
the Bxaininer for the jsame reasons identified ahive. Hjiese claims are patentable for flie same 
reasons specified abcjve. ! | 

1 i ' ' 

For thb reasons discussed aboye, fechwaitz does not disclose, teach,' or suggest the 
limitalions of Applicants' claims 1, 8, 1 1, 14.; 3^ 41, 45, 57, 64, or 67. Therefore. AppHcants 
submit that these claims are allowable. With|Iraii\ral of (he rgections of these claims respectfully 
is requested. | : i ! 

■ I •' i 

With xfegaid to flie claims dep^idofog fio^ claims 1, 8, 1 1, 14, 35, 41, 45, 57, 64, 
and 67, they contain all of the limitations of tjidi respecJtive base claims. Therefore, they iOso 
are believed to be allowable. Withdrawal of tiie rqectioia of the depending claims i^spectfiiUy is 
requested. j 

TheE3:arainerrejected claims (5,^3, 50-51, 61, 65 and 68 under 35 U.S.C, § 103 
as being unpatentable by U.S. Patent No. 5,93'o,d$2, issued to Schwartz ("Schwartz") in view of 
U.S. Patent No. 6,308L077, issued to Walsh (" wish"). ' 

The E>iaininer stated that he rejecied the claims for the same reasoixs specified 
above. They therefor* are patentable for the stami^ reasdos specified above. 

The E:^aminer further stated thiit "^t is no'ted that the use of a GPS receiver for 
generating a stable tinjiing signal is known in ^tie Isrt as disclosed by Walsh (see Figs 1-2 and col. 
3, lines 45-48). Therejfore it would have beeniobvious to one or ordinary skill in the art at fte 
time the invention was made to provide the ab avej teachings of Walsh to Schwartz for providing 
the oscillator stable signal derived fiom the GPS receiv^ as claimed, for reducing long-tenn 
frequency drift in the pscillator signal." 

Furthe4 Figure 1 of Walsh doel show a dps sateUite 120. base stations, and 

.! I 

towers. Figure 2 shovfs a processor, a phase dste^jtor, a digital to analog converter, a mux, an 
antenna, crystal oscillator, and a loop detector. Njjsdther Figure shows any of the claimed 
hmitations. For examj)le, in claim 68, the refe3:enfces do |iot disclose, teach, or suggest receiving 
the communication signal at a receiving fiequenciir at apj^roximately an upper portion of a 
communication tower.j Neither reference discloses, teac^s, or suggests receiving a global 
positioning system signal at approximately the 
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upiper portion of the communication tower and 
using the global positioning system signal to g(snetate a ilobal positioning system based stable 
timing sigtial. Neither reference discloses, teache^, or suggests receiving the global positioning 
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system based stable taming signal at a 
upper portion of the (ower and using the 



stabili^edjilocal c|scillator located at approximately the 

il. 



global 



I positioning system based stable timing sigaal as 
an input to generate a stabilized local osciUat^r ^gnal, jNeither reference discloses, teaches, or 

dcatioa signal to a stable lower fi^uency 



suggests converting the receiving frequ^cy c f cibmmdui 



using the stabilized local oscillator signaL 

Colmin 3, lines 45-48 states ' 
variations received by GPS receiver 100-101 
VCXO 210.'' Howe\^er, this does not meet th^ 
The claim limitations in claim 68, for exampli 

signal to generate a g obal positioning system bailed tinjtng signal" and '^receiving the global 
positiomng system based stable timing signal 
approximately the iipper portion of the tower 

stable timing signal a^ an input to generate a stabilized ijocal osoillatot signal'* and ^'converting 
the receiving frequency of communication sigaai| to a stable lower frequency using the stabihzed 

These limitations are 



,1 1 

ixP'p06 iniplemenls a digital jBlter to attenuate phase 
ito Jjroduc^ a stable clock frequency output from 
olaimeduimitations in, for example* claim 68. 
rbquire |\ising the gjobal positiomng system 
bailed tinling signal" and '^receiving the 
at a stabilized local oscillator located at 
I mdj using Jthe global positioning system based 

i 



local oscillator signal, 
allege that they are. 

The citktions produced by the 



ladifoundjin Walsh, and tiie Exammer does not 



the GPS receiver are filtered to produce a stab 
Recall that the Walsh system is used to 
these signals 1 10-1 13 jby themselves are not ui; 
TY2) from LF transmitters 121-122 to 
signal 106-108 providj greater synchrom2ati< 



:o]i 



tihzijnj 



with the invention, ba^e-stations U 5- 1 1 6 
determine the clocking rate of the GPS signals 
die second clocking rate of signals 1 10-1 13 ui 
1 10-1 13 having been characterized for $ynch^dni2{ati^ 
Column 1, hnes 5 1-64J) The system of Walshjis 
Examiner has mi5-cha:facterized the disclosure, 
Moreo\^e!r, the Examiner cannot 
signal in a communication system and therefore 
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:a|ninfer state that the phase variations received by 
le clock feequency output from the oscillator, 
synchibniize signals between base stations. iC^However 
labtje, as the propagation delays (TXl, TX2, TYl, 
base-st^tiojns 115j-116 are unknown. Consequently, GPS 
a^curac^ than LF signals 1 10-1 13, Tn accordance 



; I 

rece: vcBignal^ from a selected LF transmitter 121-122, 



loiS-108 ijrtilized for synchronization, characterize 
ijng thejfirst clocking rate, and employs signals 
ion yhen GPS signals 106-108 are absent"* 
iot even used to convert ANY sigqals. The 
an(J teachmgs of Walsh. 

i 

st^te that |a reference discloses the u$e of a GPS 
one stalled in the art can combine the references 
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to get tiie claimed inveation. Each and every 
references. A motivation or suggestion to 

For these additional reasons, 
68 are patentable over the cited references, 
rejections. 

Further^ the Examifter again 
references. The Exeu3jiiier finds that the 
frequency drift in the oscillator. 

Applicants stated in their 
a local oscillator whose input frequency tends 
converter is not stable and subject to drift, 
communication systems of the present 
positioning system (GPS) timing signal or andthdir 
oscillator in a low noise block converter (LNIi), 
output a more stable communication signal that hias 
quality." Page 6, lines 8-12. The Examiner is 
application and usijo^ them as reasons to combine 
In re Lee, For this additional reasoUj Applicants 
claitns. 

For th^e additional reasons^ 
68 are patentable over the cited refereaces, 
rejections &r these claims. 

The Examiner rejected claims 
unpatentable by U.S. Patent No, 6,411,825, is^ed 
Patent No. 6,163,294, issued to Talbot ('Talbclf 
Biddeyetal. CBickley''). 

Applicants incorporate by refer^cfe 
with regard to Csapo, Talbot, andBickley, 

The Examiner states that Csapo 
synthesizer for down converting the receiving 
53- At colunm 4, lines 43-53 Csapo discloses 



co]nmn6 must be shown. 



^ppii( 



114 es impermissible hindsight in combining these 
reason tj) comljine the references is to reduce long-tern 
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liifiitation must be disclosed or taught in the cited 

I, 



pcantsjbelieve claims 6, 43, 50-51, 61, 65 aid 
iicants jrespectfuHy request withdrawal of the 



appUjcation thelfoUowing. "These block converters have 

; i 

to move around. Thus, the output of the blodc 
Pjagei 4, lines 13-15. "Jh addition^ the wireless 
invent! on use a stable timing signal, such as a global 
sir stablfe timing signal, to stabilize a local 
iThe st^le timing signal enables the LNB to 
lessjdiift and, therefore, has increased 
blitantlyjpulling the teachings of Applicants' 
cited references in violation of the MPEP and 
request, withdrawal of the rejection of these 

Abp^cants believe claims 6, 43, 50-51, 61, 65 and 

■I i 

Ajpplicants ijespectfijlly request withdrawal of the 



1-6 



l,'i8-62, l}4-68 under 35 U-S.C. § 103 as being 
to Cs^o et al. ("Csapo") in view of U.S. 



")^andtj 



all arguments maxie in the prior Responses 



•S. Patent No. 5,982,322, issued to 



teabhes alGPS receiver and a frequency 
|ig|ial to a lower frequency at column 4, lines 43- 
By locating the transceiver module in the RU, 



only low frequeacy signals need be passed jfrbmjjfhe tralisceiver module and the MU. On the 
receive side, the transceiver module converts! a liiigh fic^juency signal to a low ftetpiency signal, 
and on the transmit side, the transceiver modile^ponvdts a low jfrequency signal from the MU to 
a high frequency signal for transmission. Thiis, Only loW frequency signals are passed between 
the RU and MU, minimizing power loss in the c^hl^ connecting the two units. This results in 
the ability to use smaller diameter^ less costly cajoles.' 

Cs:^ does not even mention <[n>|hing about GPS signals in this citation. The 
citation teaches converting frequencies. Csado dioes not state how they are converted. Csapo 
does not disclose or teach anything about a tiroi^jg signffl, that a GPS system can boused as a 
ti min g source, or anything else relevant about' a clonver^on system using a GPS signal, Cs^o 
does not even mention a stabilizing system. 

Csapo discloses the following jvidji regar|l to Figure 17: **The PMU may have a 
global positioning system (GPS) aiitenna conf lected to ii." Column 12, lines 33-34. That is the 
extent of any and all discussions about GPS. |::s4>0 doJs not even state why someone might use 
the GPS signals. 

The Examiner furtha: states thit 
a frequency synthesizer is not relevant to the c 
frequency synthesizer and do not even discuss 

It is not relevant to the claimed invention, to aay.ibbvioiiness anal)^, or to combining any 
refetences. 



Moreover, Csapo merely states 



converting high frequency signals* Regardless 
column 5, line 64-coluinn 6, line 9 to make up 
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dsapo 4scloses a frequency synthesizer. Again, 
laiijned inyention. Applicants do not claim a 
i^requeJcy synthesizer in Applicants application. 



Qiat the **|ransceiver module 155 may include 



synthesizer circuitry, transmitter circuitry, and two receiirer circuits fit is common to refer to a 
system's transmitter and receiver circuitry coUi^tjvely a "transceiver")." Column 7, lines 41- 
44. There is no other reference to Synthesizer 
mis-charactedzed Csapo. 

Talbot discloses a tim©-tagginglel^troni(| distance measurement instrument. This 
reference is not in the same art as the present ijippjilicatioi. One skilled in the ait would not hkely 
look to a time-tagging electronic distance meaiiur^ent iastrument for knowledge about doxvn- 

, fhie Exariimer cites Figures 2 and 3 of Talbot and 
the deficiencies of Cs^>o. 
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Talbot is directed to a satellite pc||sitioni|g system and an electro-optical total 
station system with a phase measurement deyic4 The Talbot system mounts electronic distance 
measurement devices on theodoUtes which h^ve:;teleso(|pes that can precisely sight a horizontal 
and vertical angle to a target. Those combinations are 61ectro-optical hybrids called "total 
stations." Column 3, line 66-column 4, line 1. i^^eleoironic distance meter (EDM) has an EDM 
transmitter for launching an outboimd signal to a| distant target ^nd an EDM receiver for 
receiving a reflected signal from the distant targi|t. Collmm 4, lines 19-23. The device measures 
the difference in the number of cycles of a refcre)ice fi-^jueocy between the out-bound signal and 
the reflected signal. Column 4, lines 24-29. i'os^ proc^sing is then used to relate the 
corresponding measurements and time standards -such ti|at a distance to target measurement can 
ultimately be computed. Column 4, lines 35-38. : A GPS master reference oscillator is used to 
con»ct signals from a navigation compute that i^iaintainsatelUtetrackm Column 4 lines 51- 

54. : ! 

I 

At columu 5, line 64-colmmi 6^ liiie 9, Talbot discloses a total station 72 with an 
input from a reference oscillator that is stabiliked by a ti^xning signal derived jSrom a GPS receiver. 
Talbot states, for example, GPS receivers output ik utilit^ on^pulse-per-second (IPPS) that can 
be used to make minor corrections in the operatinig £rcq4eucy of oscillator 74. Such a reference 
oscillator may be a voltage-controlled oscillator (VCO). | 

However, this citation does not (aid non^ of Talbot does) disclose, teach, or 
suggest the claimed limitations. In claim 1, for ejiampl^ Talbot does not teach a converting 
system configured to convert the cOmmumcation signal feom the jfrequency to a stable lower 
frequency using the stable timing signal, to conv^ the liawer frequency signal to an optical 
signal, and to transmit the optical signal. Nor dods Csapto disclose, teach, or suggest this. 

In claim 8, for example, Talbotido^s not disclose, teach, or suggest a conv^ting 
system configured to convert the communication signal from the frequency to a stable lower 
frequency using the stabilized oscillator signal, l^or do4 Csapo disclose, teach, or suggest tiiis 
limitation. ; I 

In claim 1 1, for example, Talbot ddies notjdisclose, teach, or suggest a block 
converter configured to convert the coinmunicatiQln signal from the frequency to a stable lower 
frequency using the stabilized local oscillator sigaial or A optical converting system located at 
approximately the vpptr portion of the tower ahd {bonfigJred to convert the lower fluency 



I 
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coiMfiiumcatioii sigoal to an optical signal and transAit the optical signal over the fiber optic 
cable fi»m approximately the iipper portion of tie tower. Talbot does not teach an MMDS 
Byston. Nor does Csapo disclose^ teach, or suggest anj^ of these limitations. Nor does either 
referraice disclose the limitations as to location of the ojaimed con^onents. 

In claim 14, for example, Talbot does not disclose, teach, or suggest a block 
converter configured to use the stabilized oscill^or sigLl to convert the fiequency of the 
cammunication signal to a stable lower frequenqjy. Talbot does not disclose, teach, or suggest a 
fiber optic transmitter configured to convert the lower J^uency communication signal to an 
optical signal and to transmit the optical signil oVer fiber optic cable or a fiber optic receiver 
configured to receive the optical signal over the fiber o^tic cable. Nor does Cs^o disclose, 
teach, or suggest any of these limitations. ! j j 

In claim 35, for example, Talbot 4oes ndjt disclose, teach, or suggest a block 
converter configured to use the stabilized oscillator sigrial to convert the frequency of the 
communication signal to a stable intermediate fi>iquenc|^. Nor does Csapo disclose, teach, or 
suggest this limitation. ! j 

iUg,,dmgclato41.n«<h«C^a4..>rjlb„,di«losc(hccl>taMtad<«.. 

Moreover, neilh^ Csdpo nor TalbOt disclose, teajph, or Juggest an MMDS system as required by 
claim 41. Bidcley also does not disclose an ^^MbS system. The Examiner has not provided any 
teasonto combine any of these references or tb nifodify ^em to meet the limitations of claim 41. 
(As noted below, just because MMDS systems existed ^ieu AppUcants filed this application, the 
Examiner cannot use that as a reason to modij^ aiiy refi^rences, without more, such as a 
suggestion or motivation and a reasoned statemeii|t as tojftie modification.) 

Talbot does not meet the deficiencjes of Csapo. Neither Talbot nor Csapo alone 
or in combination disclose, teach, or suggest tlie cilaimei limitations. 

For the reasons stated above, clain^is 1, 8,iU, 14, 35, and 41 are believed 
patentable. Withdrawal of the rejection of claimsj I, 8, ill, 14, 35, and 41 re^ectfiiUy is 
requested, | j 

Claims 45, 57, 67, and 68 are belidvedpajentable 36>r the same reasons identified 
above. Withdrawal of the rejection of claims 45, 57, 6?} and 68 tespcctflilly is requested. 

The claims depending fiom claims|l, 8, 11, 14, 35, and 41 and 45, 57, 67, and 68 
contain all of the limitations of the base claim ^dj any iritervening claims. For this reason, the 

i! 
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clams depending from claims 1, 8, 11, 14, 35, skd 41 ^d 45, 57, 67, and 68 are believed 
patentable. Withdrawal of tihese claims respectfully is requested. 

The Examinw has stated that l;ie is Ciombiining Csapo witti Talbot and Bickley. 
Th6 Examiner cited Bickley col. 8, Unes 1-1^ aniii Talbot, Figs. 2-3 and coL 5, line 64-coL 6, Ime 

9. Applicants' response to (ids issue was addi^feedaM^ Also, since all of the claim 
limitations are not foimd in either Csapo or Talbbt, aloije or in combination, the Exanjiner's 
stated motivation to combine is moot. Howe jrerij for cojnpleteness. Applicants will respond to 
this portion of the Action. i j j 

The Examine cited Bickley at; cojmnn sj lines 1-19 to state that it is well fauwn 
in the art that a frequency synthesizer is a voltage contriller oscillator (VCO) for generating a 
variety of pre^determined frequencies derived from a stible master oscillator. Bickley at cohinm 
8, lines 1-19 states the following: I \ 

Rrequency synthesizer 100 is deaSfably ^voltage controlled oscillator with 
internal phase lock loops or other axrangejbents well known in the art for 
generating a variety of predetermined fre(|[uencies derived from a stable master 
oscillator which is in turn calibrated by a<|lcurate|tiining or frequency signals from 
clock 41 and GPS receiver 34 via data'prdicessofi 38. Various frequencies 
produced by frequency synthesizer 100 are usedlin transmit and receive modes. 
Not only does fi^uency synthesizer 100 J>rovide the frequencies needed to 
operate on the desired transmit and reqeivie channels, but also provides any other 
fi^uencies used internally by the transceiver foti modulating or demodulatmg the 
variotis signals being processed. Smceithei outpui of frequency synthesizer 100 is 
controlled by data processor 38, the prodiiction elf such fi^uencies for different 
purposes and at different times during teceive an|d/or transmit functions is readily 
accomplished. Computer controlled osciltktors aJe well known in the art. The 
receiver/transmitter function including|eix<|^ryption of tfae position and message 
information, is controlled by data processor 38. 1 

* ! j ■ 

However, Bickley is not relevant the present claims. The present claims have 
not claimed a frequency synthesizer. What is or not kkown in the art of frequency synthesizers 
has no bearing on the present claims. Moreover, it does spot have any bearing on Talbot or Csapo. 

Additionally, the cited reference does nodstate what the Examiner stated. The 
cited reference states that "Frequency synthesi2;eii;l 00 is Rdesfrably a voltage controlled oscillator 
with internal t)hase lock loops or ot her airanq em ehts weM known in the art for generating a 
variety of predetemiined frequencies derived Aou^l a stable master oscillator." Thus, the citation 
states that internal phase lock loops or other ait£mgement|s are well known in the art. It does 
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NOT state that it is well known in the art that a fequenty synthesizer is a VCO for generatmg a 
variety of predetermined frequencies derived frcjta a staTsle master oscillator, as claimed by the 
Examiner- Thvis, even the Examiner's stated re^on foij combining the references is wrong. 
Although, Applicants maintain the attempt to. combine |he references was improper as stated 
above, j j j 

Further, Bickley does not disclose, teachl or suggest the claimed limitations that 
are missing from Csapo and Talbot. In claim 1, tor exalnple, Bickley does not teath a converting 

system configured to convert the communicatioii; signal|fiom the frequency to a stable Iowct 

' . I 

frequency using the stable timing Signal, to ctavjsrt the lower frequency signal to an optical 
signal, and to traixsmit the optical signal. Noi^ dofes Csa|)o disclose, teach, or suggest this. 

In claim 8, for example, Bickley does noi disclose, teach, or suggest a converting 
system configured to convert the communicationisignaljfrom the frcqu«icy to a stable lower 
fiiequaicy using the stabilized oscillator signal, jjlor do^ Csapo and/or Talbot disclose, teach, or 
sugg^t this limitation- \ j 

In claim 11, for example, Bickley idoes not disclose, teach, or suggest a block 
converter configured to convert the communiiatilpn sigJal from the frequency to a Stable lower 
fi^uency using the stabilized local oscillator *^igi|ial or a!n optical converting system located at 
approxknately the upper portion of the tower andljconfi^rcd to convert the lower frequency 
communication signal to an optical signal and'to transmit the optical signal over &e fiber Optic 
cable from approximately the upper portion of the tower[ Nor does Cs^o and/or Talbot 
disclose, teach, or suggest any of these limitation^. Norjdoes any reference disclose the 
limitations as to location of the clainxed compdneiits. ! 

In claim 14, for example, Bickley |oes ii<|t disclose, teach, or suggest a block 
converter configured to use the stabilized oscillator sigoAl to convert the frequency of the 
communication signal to a stable lower frequehcyl Bic4ey does not disclose, teach, or suggest a 
fiber optic transmitter configured to convert thb lower frequency communicadon signal to an 
optical signal and to transmit the optical signaJ over fibei' optic cable or a fiber optic receive 
configured to receive the optical signal over thp fiber opiic table. Nor does Csapo and/or Talbot 
disclose, teach, or suggest any of these limitati|>ns(. 

In claim 35, for example, Bickliy ^oes ndt disclose, teach, or suggest a block 
converter configured to use the stabilized osciliato(r signajl to convert the fi^uency of the 
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communication signal to a stable intermediate filpquencjy. Kor does Csapo and/or Talbot disclose, 
teach, or suggest tiiis limitation. i ' i 

None of Csapo, Talbot, or Bic'tley discl|)se the limitations of claim 41. Moreover, 
none of Cs^, Talbot, or Bickley disclose, t^cl|, or si^gest an MMDS system as required by 
claim 41. The Examiner has not provided any reason to combine any of these references or to 
modify them. Just because MMDS existed whei Applicants filed this application, the Examiner 
caamot use that as a reason to modify any refererijces, without more, such as a suggestion to 
combine and reasoned findings. i | ! 

Examiner's Response to Arguments ' 

Applicants requested that ttie 
prior action. Applicants tihank the Examiner for jprovidmg the responses. 

Examiner's Other Arguments 

As demonstrated above there Tjasljao teaching, suggestion, or motivation to 
combine in the references themselves. The Exarijiner incorrectly combined Cs^o with Talbot 
and Bickley. This does not comply with the iktesjr of thq case citation provided by In re Fine. 
(Applicants have also shown that even all threle r4fferenc)BS combined do not disclose, teach, or 
suggest all of the claim limitations.) ; ' ^ ' 

Further, the Extoiiner did not follow an important portion of the &i re Fine case. 
The Court in that case found that to establish d pr^lma falie case of obviousness, the PTO must 
show "some obj^tfye teaching in the prior artjorrtlxat knjowledge generally available to one of 
o rdinary skill in the art would lead that in divi<tua^ to coAbme ifae re levant teachin gs of tfa^ 
references.'' Tn r& Fine at 1598. The Examiner his not (jomplied with these requirements. 

In re Fine was cited recently by bdith In re Thrift, 63 USPQ2d 2002 (Fed. Cir. 
2002) and/n re Lee, 61 USPQ2d 1430 (Fed. cjir. ^002). \ln re Thrift further explained /tz re Fine 
and stated that * Vhen examining clanns for paientabihtyi claims are inteipreted as broadly as is 
reasonable and consistent with the $pccificatioii.'* ! In re ^rift at 2206. 

In re Lee also further explainedl^j ire Fin^ Applicants referenced the ^ropriate 



portions of In re lee above and ask that the E^^an^ner cc^ly with them. Also in that case, the 
Court held that the PTO's reliance on "common Igiowledge and common sense" did not ftilfill 
the agency's obligation to cite references to suppcjit its c9nclusion$. Id at 1344, 61 USPQ2d at 
1434. Instead, the PTO must document its reasoning on pxe record to aUow accountabihty. In re 

41 
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iee at 1435. Here, the Exainin«- has made sfet^nents ihat one skilled in Ihe art would modify a 
refereace without providing citations to xefer^cjss and [reasoned findings. 

In re Lee also states "our oaseila\j make^ clear that the best defense against the 
subtle but powerful attraction of a hmdsight-basid obviousness analysis is rigorous application 
of the requirement for a showing of the teaching'or motjtvation to combine prior art references." 
bi re Lee at 1434. hi die Office Action, the Exaijiainer ijiduded the MPEP Fonn Paragraph with 
the citation to the McLaughlin case but flien rpstited wllat tiie Examiner ahreatfy stated. Namely, 
the Examiner stated that the motivation to combihe is fijund In Talbot because Talbot teaches 
using a GPS timing signal to reduce frequency dnft. However, the F^faniiTiRr Aqq^ not state how 



this Talbot citation is a motivation to c ombinl with Csapo or •Bailey. The arguments are circular. 



Hoe Examiner again stated that A|)plicai^ were attempting to import limitations 
into the claims ftom the specification. That i^ nc^t the case. Applicants merely refiited the 
Examiners atten:q)ts to combine the references arijd aske^ the Examiner to comply with In re 
Thrift. The Examiner has attempted to force tleacjhings mto the cited references where none 
exists. i 1 . j 

The Examiner stAted that it wojildljbe ob^ous to modify the cited reference 
because it would be obvious for one skilled in^th^ art toldo so. The Examiner stated that '*in tfie 
knowledge generally available to one of ordinaj>^: skill in the art of satellite, it would have been 
obvious at the time the invention was made tojmdidify Qs^o, Talbot, and Bickley to either locate 
the PMU or placing the GPS receiver in a particuitar position (ie, the top) of the tower ttiat would 



reduce blockage of GPS satellite signals caused by hi^lor tall buildings." AppHcants refuted 
that statement by explaining that the Examine^ w^s not |iroviding a reasoned statement, why tiie 
Examiner^s puiported reason for modifying the s;^tem 4^ not correct, and bow the Examiner 
was using hindsight. Applicants did not import liinitations mto the claims. Applicants refhted 
the Examiner's "motivation" to modify the referejices. the Examiner did not provide proof or 
reasoned findings. Hie Examiner did not complyiwith JRf re Lee or In re Thrift. 

Addttioudly, Applioantt ^ ^^.jh. Ex|min« flnds -^ust mady 

recite tiie location of the GPS or stable tuning bigjials wi|h respect to the tower position." Office 
Action, Page 9. Regardless of what the Bxaminei|thinks! about the claim limitations, they must 
still be taught in the cited references to sustain.a 4jectio9. 
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Similarly, Exaininer finds thai sincelMMDS systems were known at ihe time 
the application was filed, and since Csapo discl<ises a bjase station, it woijld be obvious to modify 
Csapo to obtain the claimed limitations. Howevifer, the Exaniiner did not provide a reason, 

suggestion, or motivation to modify Csapo, talbbt, or ISidkley. Again, the Examiner is not 

' ' J i 

con^lying with In re Thrift and In re Lee, Furtiiier, sec|iiidary considerations are found in the 

application itself. There was a great need th4wl^unfillfiUed in the MMDS systems. The 

MMDS systems used towers with heavy cable, the M^S systems did not use jBber. The 

invention was an advance in the art that led to cdist savings in the equipment The towers are 

now lighter and can sustain more antennas. These reasins are not claim limitationis. These 

reasons are evidence of secondary consideration^ that refute the statements of the JBxaminer. 

These reasons must be addressed by the Exaininer. J 

If the Examauer contiQues to beli eW thaJ any portion or portions of th e daiTrft 



be r ejected over Schwartz, Walsh, Csapo. Tateoli; or Bi oklev, alone or in combmarion, or 
Exanuner otherwise disagrees with the Remarks jL hove^lApnlicants specificallv req uest that the 
Examiner respond to all arguments made in the Elemarlci section of this Response ahove^ 
specifically identifying each numbered para^pt l acid including a detailed eyp lanatinn 
objective reaj^ons for combininp tli e references, J^licants request that the response provide a 
detaaed and fact-based reasoning and explanatio n and nit only include re-written foim 
paragraphs from the MPEP. Such a detailed CTplLrt^ tjol is needed bv Applicants so that 



Apphcants can adequately respond to a contmtiedl rdection, AnnHca nts tbanlr th^ Fv^mi^^ 



advance for cooperation in this respect. ; | 

The references cited by the ExamiJfier and made of record have been reviewed by 
Applicants. Applicants have no further remarks ^idth regard to tihe cited references. 

Based on the foregoing, it is submitted thkt the Applicants' invration as defined 
by the claims is pateaitable ovar the references of ijrecord. 
solicited. i 



Issuance of a Notice of Allowance is 



Applicants' attorney welcomes the, opportunity to discuss the case with the 
Examiner in the event that there are any questi ^nsj or coiLnents regarding the response or the 
appUcatioiL \ ! 



] 
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This is intended to be a complet4response to the Examiner's Office action mailed 
on Novembw 30, 2004. i ; 

M \ ' 

kesipectfU; ly Submitted, 

• j ' 

LAjblROP&GAGEL.C. 




Reg.^o 39,388' ^ 



M. Stipek, Reg.^ 
X^attirop & Gage, L.C. 
2345 Grand Boulevard, Suite 2300 
jCansaJ City, MO 64108 
tel: (816) 460-5848 
Fax: (^6)292-2001 
Attorney for Applicanl(s) 



I 

i 'I 

i ! 



1 ! 



44 

CC n80754vl 

PA(S 47/52 ^ RCVD AT im/2flD5 5:25:54 PM [Eastern Stan^ 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the appHcant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

^ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: . ' 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



